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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-26 and 54-62 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 recites the adhesive layer 
is a "non-tacky solid" at room temperature in line 25 but the Specification does not recite 
the radiation curable resin is a "non-tacky" solid at room temperature. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3, 5-20, 22, 24-26, 54, and 57 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over lijima (U.S. 6,797,210) in view of Kay (U.S. 6,364,983), 
Schmitz et al (U.S. 6,491 ,324), and Dove et al (U.S. 6,933,020). 

Regarding claims 1,2, 17, 18, and 19, lijima discloses a method for transferring a 
film. The method includes providing functional film comprising a hard coating layer, a 
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resin layer, a functional layer, and an adhesive layer on a support, i.e. carrier, (Col 9, 
lines 56-63) with the functional layer includes a magnetic layer (Col 9, line 67), or 
ferromagnetic layer (Col 10, line 1), the adhesive layer is formed by using ultraviolet 
rays curable resin in solution, coating film with the adhesive solution and drying to a 
solid without irradiating (Col 19, lines 6-14), providing an object article (Col 20, line 66 to 
Col 21 , line 5), sticking the functional film onto the article by means of a laminator so 
that the adhesive layer is in contact with the article, radiating with UV rays to cure the 
adhesive, peeling off the carrier, and transferring the film to the article. (Col 25, line 66 
to Col 26, line 4) lijima discloses using a laminator to apply the film to the article, which 
inherently applies heat and pressure. In any event, using heat and pressure to laminate 
two structures together is well known and conventional as shown for example by Kay. 
Kay discloses a method of forming a security tape. The method includes laminating two 
structures with UV curable adhesive using UV ray and heat and pressure. (Col 4, lines 
48-52) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to laminate any two structures together with UV curable adhesive 
by using UV ray and heat and pressure as disclosed by Kay in the method of lijima to 
provide a bonding with better chemical resistance and heat durability. (See Kay, Col 4, 
lines 52-54) lijima as modified by Kay is silent as to providing information on the 
magnetic layer and the adhesive layer is non-tacky. However, providing information on 
the magnetic layer is well known and conventional as shown for example by Schmitz et 
al. Schmitz et al discloses a method of forming a safety document. The method 
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includes providing a magnetic layer on the covering layer and forming characters in the 
magnetic layer or forming magnetic layer itself in the form of visually and/or machine 
recognizable characters, pattern, (Col 1 , line 65 to Col 2, line 4) or in the form of a bar 
code (Col 2, lines 44-52). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide information such as visual or machine recognizable 
characters or patterns in the magnetic layer as disclosed by Schmitz et al in the method 
of lijima as modified by Kay to provide a security element for an article or object with 
increase forgery-proofness. (See Schmitz et al, Col 2, lines 65-67) lijima as modified 
by the combination of references in silent as to the adhesive layer is non-tacky. 
However, using a non-tacky adhesive for transferring substrate is well known and 
conventional as shown for example by Dove et al. Dove et al discloses a method of 
using a hot melt adhesive for transferring. The method includes providing a layer of hot 
melt adhesive coating on the substrate or film (Col 8, lines 28-43), pressing the 
substrate and the film together with heat (Col 9, lines 1 1-15), and the coating is cured 
by irradiation through the film and followed by removal of the film from the substrate 
(Col 8, lines 52-55). • 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a radiation curable hot melt adhesive for transfer as 
disclosed by Dove et al in the method of lijima as modified by the combination of 
references to provide an adhesive composition with excellent flow and leveling 
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properties, which provide easy control of the thickness of the coating. (See Dove et al, 
lines 15-20) 

Regarding claims 3 and 20, lijima discloses the adhesive is an epoxy type 
adhesive. (Col 19, line 1) 

Regarding claim 5, lijima discloses a release coating such as silicone releasing 
agent is applied onto the carrier, which is between the carrier and the information to be 
transferred. (Col 13, lines 21-28) 

Regarding claim 6-8, lijima discloses a hard coating on the carrier, which 
inherently clear to allow for UV ray to pass in order to cure the adhesive layer and is 
between the release coat and the information to be transferred and the information layer 
is attached to the hard coat (Col 15, lines 52-57). 

Regarding claim 9, lijima discloses the carrier may or may not be subjected to 
release treatment (Col 9, lines' 22-25), but is silent as to not peel the carrier from the 
functional film. However, not peeling the carrier from the transfer member or film is well 
known and conventional as shown for example by Schmitz et al. Schmitz et al 
discloses security element. The element includes a carrier, a separation layer, i.e. 
release coating, a cover layer/a magnetic layer, and a radiation curable adhesive (Col 
4, lines 23-37), and in some cases to not provide a separation layer on the earner, 
which leave the carrier on as a protective layer on the article such as document. (Col 4, 
lines 38-43) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to not peel the carrier from the transfer film or foil as disclosed by 
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Schmitz et al in the method of lijima as modified by combination of references to provide 
additional layer as a protective layer on the article. (See Schmitz et al, Col 4, lines 38- 
39) 

Regarding claims 10, 11, 24, and 25, lijima discloses the carrier includes 
polyester film such as polyethylene terephthalate (PET). (Col 12, line 62 to Col 13, line 

Regarding claims 12 and 22, lijima is silent as to the temperature range for the 
heating the adhesive. However, heating the adhesive to laminate the adhesive to the 
substrate at a temperature of 100°F to 400°F is well known and conventional as shown 
for example by Kay. Kay discloses a heated roller for laminating two structures with UV 
curable adhesive at a temperature range of 140°C to 160°C, which corresponded to 
284°F to 320°F (Col 4, lines 34-39), which will allow for transfer of the information film. 

It would have been obvious to one of ordinary skill in the art at the time the 

.if' ' ' ' Jv-'c'r 

invention was made to laminate the UV curable adhesive to the substrate with a 
temperature range of 284°F to 320°F as disclosed by Kay in the method of lijima to 
provide a bonding with better chemical resistance and heat durability. (See Kay, Col 4, 
lines 52-54) 

Regarding claim 13 and14, lijima discloses the article includes any various 
objects, which inherently includes plastic and paper. Schmitz et al discloses a security 
element, which includes a radiation curable adhesive layer for transferring the element 
onto any document of value such as banknotes, check, ID card, or share. (Col 4, lines 
6-8 and Col 4, lines 34-37) " ' 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a transferable security element with radiation curable 
adhesive and transferring the element onto article such as banknotes, check, ID card, or 
share as disclosed by Schmitz et al in the method of lijima as modified by the Kay to 
provide a security element for an article or object with increase forgery-proofness. (See 
Schmitz et al, Col 2, lines 65-67) 

Regarding claim 15, lijima discloses the adhesive includes a photopolymeration 
initiator. (Col 19, lines 32-34) 

Regarding claim 16, lijima discloses the adhesive polymer resins have a glass 
transition temperature of 30°C or higher, which corresponded to 86°F or higher. (Col 
19, lines 20-23) r "' ! 

Regarding claims 26 and 54, lijima discloses peeling away the carrier. (Col 26, 
lines 2-4) 

Regarding claim 57, lijima discloses the carrier includes polyester film such as 
polyethylene terephthaiate (PET). (Col 12, line 62 to Col 13, line 5) 
5. Claims 4, 21 , 56, and 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over lijima (U.S. 6,797,210) in view of Kay (U.S. 6,364,983), Schmitz et al 
(U.S. 6,491,324), and Dove et al (U.S. 6,933,020) as applied to claims 1 and 18 above, 
and further in view of Nakajima et al (U.S. 5,280,005). ~ • ~ - 

Regarding claim 4 and 21 , lijima as modified above is silent as to the adhesive 
resin comprises vinyl group. However, using vinyl group for transfer of image or 
information is well known and conventional as shown for example by Nakajima et al. 
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Nakajima et al discloses binder, i.e. adhesive for transferring the image on a support or 
carrier comprises vinyl chloride type, polyester type, acrylic resin type and includes UV 
curing resin, which are all equivalents. (Col 3, lines 6-19) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide any resin such as vinyl type or acrylic type resin, which 
are UV curable as disclosed by Nakajima in the method of lijima as modified by Kay to 
provide any resin, which are all equivalents. 

Regarding claim 56, lijima discloses peeling away the carrier. (Col 26, lines 2-4) 

Regarding claim 59, lijima discloses the carrier includes polyester film such as 
polyethylene terephthalate (PET). (Col 12, line 62 to Col 13, line 5) 
6. Claims 55 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over lijima (U.S. 6,797,210) in view of Kay (U.S. 6,364,983), Schmitz et al (U.S. 
6,491 ,324), Dove et al (U.S. 6,933,020), and Nakajima et al (U.S. 5,280,005) as applied 
to claim 4 above, and further in view of Schmitz et al (U.S. 6,491 ,324). 

Regarding claim 55, lijima discloses the carrier may or may not be subjected to 
release treatment (Col 9, lines 22-25), but is silent as to not peel the carrier from the 
functional film. However, not peeling the carrier from the transfer member or film is well 
known and conventional as shown for example by Schmitz et al. Schmitz et al 
discloses security element. The element includes a carrier, a separation layer, i.e. 
release coating, a cover layer, a magnetic layer, and a radiation curable adhesive (Col 
4, lines 23-37), and in some cases to not provide a separation layer on the carrier, 



Application/Control Number: 1 0/761 ,016 Page 9 

Art Unit: 1734 

which leave the carrier on as a protective layer on the article such as document. (Col 4, 
lines 38-43) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to not peel the carrier from the transfer film or foil as disclosed by 
Schmitz et al in the method of lijima as modified by combination of references to provide 
additional layer as a protective layer on the article. (See Schmitz et al, Col 4, lines 38- 
39) 

Regarding claim 58, lijima discloses the carrier includes polyester film such as 
polyethylene terephthalate (PET). (Col 12, line 62 to Col 13, line 5) 
7. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over lijima 
(U.S. 6,797,210) in view of Kay (U.S. 6,364,983), Schmitz et al (U.S. 6,491 ,324), and 
Dove et al (U.S. 6,933,020) as applied to claim 20 above, and further in view of Saksa 
(U.S. 6,602,006). 

lijima as modified above is silent as to providing textual material on adhesive at a 
location, which will contact the substrate when the film is applied to the substrate. 
However, printing graphic and text on the adhesive a receptor media is well known and 
conventional as shown for example by Saksa. Saksa discloses a method of printing 
image onto an adhesive surface of a transparent receptor media. The method includes 
providing a receptor media with an adhesive layer and transparent film on a carrier (Col 
4, lines 4-6 and Col 4, lines 17-20), printing directly onto the adhesive layer with an 
inkjet printer to from text and graphic (Col 4, lines 48-60); and applying the image to an 
object and in contact with object. (Col 5, lines 8-17) '' 3 ' 1 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to print onto the adhesive layer as disclosed by Saksa in the 
method of lijima as modified by Kay to allow personalizing an item with an image or text 
and protecting the image or text from moisture and scuffing. (See Saksa, Col 3, lines 
29-38) 

8. Claims 60 and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over lijima (U.S. 6,797,210) in view of Kay (U.S. 6,364,983), Schmitz et al (U.S. 
6,491 ,324), and Dove et al (U.S. 6,933,020) as applied to claim 1 above, and further in 
view of Janke et al (U.S. 5,726,216). 

lijima as modified above is silent as to radiation curable adhesive includes solid 
heat sensitive resin adhesive: However, providing a heat sensitive resin adhesive in the 
radiation curable resin such as epoxy is well known and conventional as shown for 
example by Janke et al. Janke et al discloses an epoxy resin system. The system 
includes radiation curable epoxy resin and includes a toughening agent such as 
thermoplastic, epoxy containing thermoplastic oligomer, i.e. heat sensitive resin 
adhesive, rubber, and elastomer (Col 2, lines 66 to Col 3, line 8), which do not include 
any radiation curable functional groups. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide thermoplastic or heat sensitive resin adhesive in the 
radiation curable epoxy resin as disclosed by Janke et al in the method of lijima as 
modified by Kay to provide a toughtened epoxy system, which is less brittle. (See 
Janke et al, Col 2, lines 35-36 and Col 2, lines 52-54) : : '. 
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9. Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over lijima 
(U.S. 6,797,210) in view of Kay (U.S. 6,364,983), Schmitz et al (U.S. 6,491 ,324), and 
Dove et al (U.S. 6,933,020) and Janke et al (U.S. 5,726,216) as applied to claim 61 
above, and further in view of Stoner et al (U.S. 5,652,436) and Kopf et al (U.S. 
4,559,247). 

lijima as modified above is silent as to thermoplastic resin is a caprolactone 
modified phenoxy resin. However, providing phenoxy resin as a thermoplastic resin is 
well known and conventional as shown for example by Stoner et al. Stoner et al 
discloses binder for transfer substrate includes epoxies, acrylic, polyester, phenoxy, 
rubber, and elastomers (Col 5, line 56 to Col 6, line 10), which are all equivalents. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide resin such as epoxies, phenoxy, rubber and elastomers 
as the binder for the transfer substrate as disclosed by Stoner et al in the method of 
lijima as modified by the combination of references to provide any resin for the binder, 
which are all equivalents, lijima as modified by the combination of references is silent 
as to the phenoxy resin is modified by caprolactone. However, modifying phenoxy resin 
with caprolactone is well known and conventional as shown for example by Kopf et al. 
Kopf et al disclose a method of forming caprolactone grafted phenoxy. The method 
includes grafting a caprolactone to a hydroxyalkyoxy phenoxy polyether to provide a 
grafted phenoxy resin. (Col 6, lines 7-12) * 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a caprolactone grafted or modified phenoxy resin as 
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disclosed by Kopf et al in the method of lijima as modified by the combination of 
references to provide a binder or adhesive with improved impact resistance, hardness, 
gloss, drawability and deformability. (See Kopf et al, Col 1 , lines 59-61 ) 

10. Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1-26 and 54-62 have been 
considered but are moot in view of the new ground(s) of rejection with the additional 
reference to Dove et al (U.S. 6,933,020). 

Conclusion 

1 2. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). ' -~ ? ' ' 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. ' ; ' ' : : 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sing P. Chan whose telephone number is 571-272- 
1225. The examiner can normally be reached on Monday-Thursday 7:30AM-1 1 :00AM 
and 12:00PM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher A. Fiorilla can be reached on 571 r 272-1 187. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). u 
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